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as International Authority 

  

Isabel Auría Lansac Madrid, 23 October 2018 

 

Lawyer, PCT Affairs, European Patent Office 
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Overview ‒ EPO as International Authority 

 
 EPO as ISA 

 Information on search strategies 

 Provisional opinion in cases of non-unity (POPS) 

 Collaborative search and examination 

 EPO as SISA 

 EPO as IPEA 

 Second written opinion in PCT Chapter II 

 Top-up search in PCT Chapter II 

 Positive IPER: Euro-PCT phase 

 Focus on quality 

 Update on fees 
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EPO continues to be the main ISA 

 
EPO is No. 1: 79 600 ISRs established by the EPO in 2017 
 
 
ISRs established in 2017 (%)                                Origin of Search Copies  

                                                                           received by ISA/EP in 2017 (%) 

 

 

 

 

 

34,5 

19,9 

10,9 

19,1 

9,1 

6,2 EPO

JPO

KIPO

SIPO

USPTO

Others

44,7 

8,2 
0,7 

28,9 

18,5 

RO/EP

RO/IB

RO/JP

RO/US

Others
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EPO as ISA: our work 

 
 Competence 

− When RO has specified the EPO as ISA 

− Some exceptions: CN, KR, AU, CA  

 

 One standard for all searches at the EPO 

− Search reports either in EN, FR or DE 

− Highest quality including Asian prior art 

 

 Written Opinion 

− Thorough non-binding opinion on patentability 

− Equivalent to the European search opinion (ESOP) 
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EPO as ISA: latest developments 

 
 International search fee charged by EPO=ISA reduced to  

EUR 1 775 in 2018 

 

 Improved timeliness: 97% ISRs in time for A1 publication 

 

 New services offered: 

− PCT Direct service fully operational and available at all ROs 

− Information on "search strategies"  

− Provisional Opinion accompanying the Partial Search results  

in cases of non-unity (POPS)  
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EPO as ISA: Information on "search strategies" 

 

  Information Sheet on Search Strategy annexed to all search 

reports established by EPO under both PCT and EPC 
 

 Contains relevant data on classification, databases and 

keywords used by EPO examiners when performing the search 
 

 Available via file inspection in PATENTSCOPE (for PCT)  

and European Patent Register (for EP) 
 

 Pilot available since 1 November 2015 and running until  

31 December 2017  
 

 Permanent service since 1 January 2018 
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Why provide information on Search Strategies? 

 

  Increase user confidence in the quality of the search report 

 

 Enable rapid understanding of:  

− what was searched (keywords),  

− where (e.g. classification searched) 

 

 Facilitates internal quality reviews, even at grant stage 

 

 Can be generally understood (no need for specialist knowledge) 
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Where to find "Information on Search Strategy" 
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Typical "Information on Search Strategy" 
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User surveys 

 
EPO has surveyed its users for feedback concerning the  

Information on Search strategy. 

 Users appreciated this additional service 

 Users found the information sufficient to fully understand what  

was searched 

 Users could use the information provided as a start in order  

to build on what was done 

 

Feedback confirms that the provision of information in this format 

meets the European users' expectations and needs.  
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EPO as ISA: Provisional opinion in cases of non-unity 

(POPS) (1) 

 

 

 

Additional service for EPC and PCT applications since 1 April 2017  

in case of finding of lack of unity at the search stage. 

 

Change of practice: EPO provides a provisional opinion on the 

patentability of the invention first mentioned in the claims together 

with the invitation to pay additional search fees and the partial search 

results. 

 

The provisional opinion is for information only and no reply is 

required.  
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EPO as ISA: Provisional opinion in cases of non-unity 

(POPS) (2) 

 

 

 

The provisional opinion accompanying the partial search results is 

made available to the public via online file inspection. 

 

For further information see: OJ EPO 2017, A20. 
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PCT Collaborative Search & Examination (CS&E) (1) 

 

 Concept: PCT search and written opinion by the main ISA in 

collaboration with "peer" ISAs which provide contributions and 

feedback. 

 

Aim: high quality of ISR and WO-ISA, increased legal certainty early 

on in the procedure. 

 

Pilot phases 1 and 2: concept operationally tested by EPO, KIPO 

and USPTO. 
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PCT Collaborative Search & Examination (CS&E) (2) 

 

 Pilot phase 3: CS&E concept will be further developed and tested 

amongst the IP5 Offices in view of: 

 

 gauging users' interest for a CS&E product 

 

 confirming expected benefits for both users and participating 

Offices 

 

 setting the basis for a decision as to the future of this concept 
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CS&E: main features (1) 

 
Collaboration organised according to a clear scheme:  

 provisional ISR and WO established by the competent ISA 

 supplemented by or corrected according to contributions of 

"peer" ISAs 

 final ISR and WO established by the competent ISA 

 

Applicant driven: applications will be selected by applicants 

(limited number of applications per applicant and a broad pool of 

applicants) 
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CS&E: main features (2) 

 
Same number of applications per competent ISA (around 100) and 

all collaborating ISAs will contribute to all collaborative work products 

(a total of around 500 files ‒ a sufficient volume for benchmarking) 

 

Language: applications filed in English and in other languages 

(German, French, Asian languages)  

 

A collaboration tool: an IT infrastructure allowing exchanges under 

the CS&E scheme in a secure environment and automated data 

collection 

 



European Patent Office 17 

CS&E: main features (3) 

 
Fees: during the pilot: standard fee for a PCT Chapter I search at the 

competent ISA and information about prospective amount of a CS&E 

fee for a potential regular CS&E product (aggregated amount of the 

search fees of the collaborating ISAs + an administrative fee) 

 

Participation? Applicants interested to participate in the pilot will 

need to insert a CS&E Participation Form available on WIPO's 

website to the submission containing the international application(s) 

which they wish to be processed in a collaborative manner. 

 

Details: EPO OJ 2018, A47 
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CS&E Pilot ‒ Timeline 

 

 
Launch of the 

preparatory 

phase 2.06.2016 

Launch of the 

operational phase                                

(1.7.2018)  

End of pilot:  

3 years after the 

launch of the 

operational phase  

(2021) 

IP5 WG3 

Munich 

17.10.2016 

 CS&E    

Pilot Group 

1st session 

PCT MIA 

Reykjavik 

3-4.02.2017 

CS&E    

Pilot Group 

2nd session  

IP5 DH 

Munich 

10.04.2017 

CS&E       

Pilot Group 

3rd session 

Before    

PCT WG 

Munich 

4-5.05.2017  

CS&E    

Pilot Group 

4th session 

IP5 Heads 

Malta 

1.06.2017 

Adoption 

of CS&E 

Operational 

Arrangements  

IP5 Industry 

Consultation 

Group 

Munich 

19.01.2017 

IP5 WG3 

Tokyo 

6-7.11.2017 

(tbc) 

 CS&E    

Pilot Group 

5th session 

IP5 Heads 

Tokyo 

2.06.2016 

Adoption  

of CS&E 

Cooperation 

Framework  

PCT MIA 

02.2018 

(tbc) 

CS&E    

Pilot Group 

6th session  

IP5 DH 

04.2018 

(tbc) 

CS&E    

Pilot Group 

7th session  

Preparatory phase Operational phase 
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EPO as SISA (1) 

 

 At the option of the applicant: second international search (by another 

Office) 

 

Irrespective of ISA chosen 

 

At the EPO: same quality of search, fee and advantages as for PCT 

search e.g. dispensation of supplementary European search in 

EP phase 

 

Increases legal certainty before incurring the costs of entering the 

national/regional phases 

 



European Patent Office 20 

EPO as SISA (2) 

 

  Applicants may be represented before the EPO as SISA by  

the agent appointed for the international phase.  

 

 EPO as SISA may also search inventions which have not been 

searched by the ISA. The applicant must indicate which invention  

is to be searched. 

 

 Requirements for filing a SIS request: 

A request must be filed (and the fees paid) with the IB within  

22 months from the priority date (New as of 1 July 2017: before  

it was 19 months).  
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EPO as SISA (3) 

 

  Establishment of the SISR : 

SISR is established within 28 months within priority date. Therefore, 

it may improve the basis for deciding on national or European 

phase entry. 
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EPO increases its share as IPEA (status in 2017) 

 
EPO is Nr. 1: 8 400 IPERs established by the EPO in 2017 
  
IPERs established in 2017 (%) Origin of Demands received by IPEA/EP (%) 

63,1 
14,6 

1,2 

2,4 

8 

10,6 

EPO

JPO

KIPO

SIPO

USPTO

Others

42,2 

7,5 

0,1 

34 

15 

1,1 

RO/EP

RO/IB

RO/JP

RO/US

Eur. ROs

Others
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EPO as IPEA: overview of the procedure 

 

 

Demand 

22 m 

1st filing 

ISR +  

WO-ISA 

17 m 

Publication 

IA + ISR 

WO-ISA 

18 m 

Yes 
No 

IPER 

28 m 

Filing IA IS IPE 

30/31 m 

National 

phase 
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Second WO in Chapter II PCT (1) 

 
Since October 2011 in order to enable more interaction within 

Chapter II: 

  

   Get ready for grant in the European phase. 

 

If the EPO acted as ISA: 

 

   The WO-ISA is considered the first WO under Chapter II PCT 

   (Rule 66.1bis(a) PCT). 

 



European Patent Office 25 

Second WO in Chapter II PCT (2) 

 
A second WO is issued under Rule 66.4 PCT if: 

 

 the applicant filed amendments (or arguments) for the Chapter II 

procedure, and 

 

 there are objections outstanding so that the IPER would be 

negative were it to be issued. 

 

For further information see: OJ EPO 10/2011, 532. 
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Second WO in Chapter II PCT (3) 

 
Exception: 
 

No second WO issued if a telephone consultation was requested 

before second WO is established.  
 

Minutes of telephone consultation with time limit for reply takes  

the place of the second WO. 

 

Background: 
 

Article 34(2)(a) and Rule 66.6 PCT provide for the right to one 

telephone consultation. 
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Second WO in Chapter II PCT (4) 

 
The applicant may reply to the second WO or, where applicable,  

the minutes of the telephone consultation: 

 

 within the time limit set of (as a rule) two months; 

 

 by filing comments and/or amendments. 
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Top-up search in Chapter II (EPO practice) (1) 

 

 New Rule 66.1ter PCT entered into force on 1 July 2014. 
 

Top-up search in Chapter II will be done in the same manner as for 

European applications. 
 

Will include potentially conflicting prior art under Article 54(3) EPC. 
 

Concentrates on intermediate prior art but also e.g. documents cited 

in national proceedings for the same application if such documents 

became available to the EPO as IPEA. 
 

Published in OJ EPO 2014, A57. 
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Top-up search in Chapter II (EPO practice) (2) 

 
EPO practice – timing of top-up search: 

 

 Top-up search in Chapter II will normally be done at the start of 

Chapter II in order to allow further interaction with applicant should 

relevant documents be found. 

 

 In cases of non-unity an invitation to pay additional fees will be sent 

first and then the top-up search conducted only for inventions for 

which fees were paid. 
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Top-up search in Chapter II (EPO practice) (3) 

 

 EPO practice – scope with respect to the claims: 
 
Will as a general rule be made for all claims forming the basis  

for the procedure under Chapter II. 
 
Examples: 
 
 Unsearched subject-matter claimed: 

the top-up search will not extend beyond the subject-matter 

searched by the ISA. 
 

 Amendments going beyond the original disclosure: 

top-up search limited to the scope of the claims forming the basis 

 of the Report. 
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Top-up search in Chapter II (EPO practice) (4) 

 
Exception:  
 

No top-up search if considered to "serve no useful purpose" 

 

Examples: 
 

 "notorious knowledge" in the field of computer implemented 

inventions 
 

 excluded subject-matter  
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Top-up search in Chapter II (EPO practice) (5) 

 
EPO practice – interaction with applicant:   
 
 If relevant documents under Rule 64.1 are found giving rise to 

objections under novelty and inventive step: 

− A second WO is issued (or telephone consultation) along the lines 

set out before 
 

 If only intermediate prior art or potentially conflicting applications 

are found and there are no other objections 

− Second WO only if Art. 54(3) EPC objection in EP phase 
 

 Otherwise an IPER is issued mentioning the documents found 

under Box VI for information to the applicant. 
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Advantages of Chapter II 

 

 Get the application in order for grant in the national/regional phase: 
 
 If the EPO acted as IPEA 

− Reduction in the examination fee  (Art. 14(2) RFees) 
 

 With a positive IPER 

− A quick grant before the EPO 

− If desired in combination with PACE (accelerated examination) 
 

 Strong basis for PPH (e.g. USPTO and JPO): 

− Enables accelerated examination 
 

Many DOs rely to a large extent on a positive IPER from the EPO. 
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Positive IPER: Euro-PCT phase (1) 

 

 To ensure consistency the EPO has taken the following measures: 

 

 Same examiner in charge in the subsequent EP procedure as  

in PCT. 

 

 In case of a positive IPER the future examining division will be 

consulted already at the Chapter II stage. 

 

Positive results  very high grant rate for positive IPER, and quickly. 
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Positive IPER: Euro-PCT phase (2) 

 
Mandatory reply in case of positive assessment of patentability: 
 

 In case no other objections in the IPER (e.g. non-unity, formal, 

clarity, etc.): 

− It is not necessary to provide a reply to the IPER upon entry  

into the EP phase. 

− The file will be treated with priority in the EP phase. 
 

 In case of outstanding objections: 

− A substantive reply with amendments to overcome the raised 

objections, possibly in combination with a PACE request, is 

expected for a quick grant. 
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Key components for Quality at the EPO 

 

 
EPO does not 

outsource any of its  

core tasks – unique 

amongst IP5 Offices 

no outsource 

of core tasks  

World's largest 

database 

for patent searches 

(1.3 bn records) 

1.3 bn 
records 

Access to 50 million 

original patent 

documents from Asia 

50 million 
documents  

State-of-the-art tools 
efficient access to patent 
information (e.g. Patent 
Translate with Google – 
20 000 requests/day) 

patent 
information  

High specialisation  

and intensive training of EPO 

examiners – 4 400 examiners 

working in divisions of 3. 

Unique amongst IP Offices 

First of the world's largest 

offices to achieve 

ISO 9001 re-certification  

for the entire patent process 

Two year training 

programme 

for newly recruited examiners 
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Continuous recruitment  of examiners 

 

64 

46 

103 

182 
127 

185 193 

6 848 6 850 

Examiners 

(+411) 

Examiners 

recruited  

yearly 

Other staff 

Total EPO staff 

157 

3 967 3 961 3 994 
4 112 4 221 4 227 4 310 4 378 

2010 2011 2012 2013 2014 2015 2016 2017

Source: EPO staff figures. Status: 31 December 2017 



European Patent Office 38 

Highly qualified and continually trained examiners 

 

 
Minimum requirements  

 Master's degree in physics, chemistry, engineering or natural sciences 

 Excellent knowledge of one official language (DE, EN, FR) and  

the ability to understand the other two 

 In 2017 we received 15 000 job applications and hired only the best 1% 

 

Continuous, career-long training on legal and procedural 

matters  

 45.5 days initial instructor-led, interactive, classroom training 

 First two years: on the job coaching by experienced examiners supervising 

all activities 

 In 2017, 94% of all DG1 staff received training 

 Over 800 technical missions per year to stay in touch with applicants 

 Low staff turnover of 3.4% 
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Consistent methods involving three examiners 

per file (1) 

 

 

 

 

 

One legal framework 

 The PCT and EPC complemented by extensive,  

regularly updated guidelines for examinations 

 

A division of three technically qualified examiners  

to search and examine a file 

 One examiner carries out search and examination 

 Agreement from other two examiners required before  

grant 
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Consistent methods involving three examiners 

per file (2) 

 

 

 

 

 

Another division of three technically qualified examiners 

to conduct oppositions 

 At least two of them must have not been involved in the 

grant proceedings for the patent 

 

An independent second instance for appeals 

 The Boards of Appeal Unit 

 

 

 

 

§§
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An EPO applicant friendly fee policy 

 

 PCT fee reduction measures as of 1.4.2018 No inflation-

based biennial 

fee adjustment 

for 2018-2020 

+ 
PCT 

search 

PCT preliminary 

examination 

Examination 

European phase 

current
fee

new
fee

1 875 € 1 775 € 

-5%/-100 € -5%/-100 € 

current
fee

reduction

new
fee

reduction

-50% -75% 

current
fee

new
fee

1 930 € 1 830 € 

-456.25 € 
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Thank you for your attention 
 

 



 

PCT-Direct and PPH 



PCT Direct 

 November 2014 EPO launches PCT service, called "PCT 
Direct“.  

 Applicant filing an international application claiming priority 
from an earlier application already searched by the EPO will 
be able to react to any objections raised in the search 
opinion drawn up for the priority application.  

 Streamlines procedure without having to wait for ISR  



PCT Direct 

 PCT direct letter (no form) should contain informal 
comments: 

 Informal comments are to be understood as arguments 
regarding the patentability of the claims of the international 
application and also possibly as explanations regarding any 
modifications to the application documents, in particular to 
the claims, in comparison with the earlier application 



PCT Direct 

 Upon receipt of a PCT Direct letter, the international 
application will be processed under PCT Direct if 

(a) the informal comments are filed together with the 
international application with the EPO or WIPO  

(b) the international application claims priority of an earlier 
application searched by the EPO (European or national first 
filing). 



PCT Direct 
Letter 

PCT Direct letter: 

-  separate document attached to the international application; 

- should be titled "PCT Direct / informal comments"  

- clearly identify in the header the application number of the 
earlier application  

- if claims or description differ from those of the earlier 
application, submit a marked-up copy indicating the 
differences 

- Submit everything as a single document in PDF format (not 
as ZIP) and indicated by checking Box IX of the PCT request 
form. For filings in electronic form, the words "PCT Direct / 
informal comments" should be entered as a remark using the 
EPO online filing software or the EPO new online filing (CMS) 



PCT Direct 
PCT form 
RO 101 



PCT Direct 

At the EPO as International Searching Authority, the examiner 
performing the international search will take informal 
comments filed under PCT Direct into account when 
preparing the international search report and written opinion 

 

However, the examiner will make no explicit reference to the 
PCT Direct letter or its content. 



PPH   

 Patent Prosecution Highway (PPH): set of bilateral and 
multilateral agreements (Global PPH) among various national 
patent offices that allow for accelerating examination in a 
given patent office by relying on positive results already 
obtained in another patent office. 

 

 Best used together with CAP (OEPM), PACE (EPO)… 

 

 



PPH  



PPH at SPTO 

(OEPM) 

L`+ 

 
• TR, TW, MX, MA, PE, CN, CO 

 



REQUESTED DOCUMENTATION:  

• Copy of all the office actions relevant to patentability 

• Both Spanish and English are acceptable as 
translation language. Machine translations are 
admissible 

• Copy of the claims found to be patentable/allowable 
by the OEE and translations. 

• claims correspondence table must indicate how the 
claims in the SPTO application correspond to the 
patentable/allowable claims in the OEE application 

PPH at SPTO 

(OEPM) 



• Claims are considered to “sufficiently correspond” where, accounting for 
differences due to translations and claim format, the claims in the SPTO 
are of the same or similar scope as the claims in the OEE, or the claims in 
the SPTO are narrower in scope than the claims in the OEE. In this regard, 
a claim that is narrower in scope occurs when a OEE claim is amended to 
be further limited by an additional technical feature that is supported in 
the specification (description and/or claims).  

• A claim in the SPTO which introduces a new/different category of claims to 
those claims indicated as allowable in the OEE is not considered to 
sufficiently correspond. For example, claims to a process of manufacturing 
a product → product claims that are dependent on the corresponding 
process claims. 

PPH at SPTO 

(OEPM) 



• Any claims amended or added after the grant of the 
request for participation in the PPH pilot program 
need not to sufficiently correspond to the claims 
indicated as patentable/allowable in the OEE 
application. 

 

PPH at SPTO 

(OEPM) 



–  Since January 2018: Canada, Israel, Mexico and Singapore 

–  Australia, Brazil, Colombia, Malaysia, the Philippines, Russia and the 
Eurasian Patent Office 

– And IP5 

– The EPO may also terminate the IP5 PPH pilot programme early if the 
volume of participation exceeds a manageable level, or for any other 
reason. Notice will be published if the IP5 PPH pilot programme is 
terminated before 5 January 2020. 

– Requested documentation: same as SPTO but in English, French or 
German 

– Substantive examination of the EP application for which participation 
in the PPH pilot programme is requested has not begun. The 
examination starting date is visible 

 

PPH at EPO  



Practical advice and examples II 

Restoration of the right of priority  

Isabel Auría Lansac Madrid, 23 October 2018 PCT Affairs, European Patent Office 
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Restoration of the right of priority  
 
 Patent Law Treaty (PLT) introduces the concept of restoration of the 

right of priority (Article 13) 

 

 Implemented in the PCT since 01.04.2007 (Rule 26bis.3) 

 

 Incompatibility with national law: 

− To date 13 Offices acting as RO: BR, CO, CU, CZ, DE, DZ, GR, 

ID, IN, IT, KR, NO, PH 

− To date 14 Offices acting as DO/EO: BR, CA, CN, CO, CU, CZ, 

DE, DZ, ID, IN, KR, MX, NO, PH 

2 
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 Maintain the right of priority even if the international application is 

filed after the expiry of the priority year, for a period of up to 2 

months from the 12-month time limit under Paris Convention 

 

 Harmonisation 

 

 In practice, however, there are two criteria for harmonisation: 

− non-intentionality and  

− due care 

3 

Objectives 
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 International filing date within 2 months from the date on 

which the priority period expired 

 

 Within this 2-month period: 

− Filing request for restoration 

− Paying fee for restoration (RO/EP: 640 EUR); time limit for 

payment may be extended by 2 months (exceptionally) 

− Furnishing statement of reasons; may be supported by 

declarations or other evidence  

4 

Decision by RO: admissibility 
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 RO applies at least one of these two criteria: 

− ‘failure to file within the priority period occurred in spite of due 

care required by the circumstances having been taken’ 

− ‘failure to file within the priority period was unintentional’ 

 

 Interpretation available in PCT/GL/RO (166 ff) 

 

 

  

5 

Decision by RO: merits (1/4) 
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 RO/EP applies only ‘due care’ criterion in line with EPC law and 

practice (Article 122 EPC) 

 

 Non-compliance with the time limit must result either from: 

− an exceptional circumstance, or 

− an isolated mistake within a normally satisfactory system for 

monitoring time limits 

 

6 

Decision by RO: merits (2/4) 



European Patent Office 

 Primary responsibility lies with the applicant: 

− proper instructions to the agent 

 

 Agent has to show due care by virtue of the delegation: 

− expertise entails higher standard 

 

 ‘Due care’ of the agent in dealing with an assistant: isolated mistake 

by an assistant dealing with a routine task, and: 

− suitable person selected for the task 

− properly instructed 

− reasonably supervised 

  7 

Decision by RO: merits (3/4) 



European Patent Office 

 General guidance:  

− The circumstances of a case must be considered as a whole 

− Relevant situation: the situation as it stood before the time limit 

expired 

− Due care must not be interpreted in an excessive manner 

− Reference: average, reasonably competent applicant and agent 

− PCT/RO/158 
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Decision by RO: merits (4/4) 



European Patent Office 

Example 1: Irregularity in mail service Example 2: Force majeure 

• Agent selected a well-known postal 

delivery service 

 

• Proper instructions were delivered 

 

• The package was wrongly stored by 

the delivery service 

 

• The international application was filed 

past the priority period 

 

• Agent selected a well-known postal 

delivery service 

 

• Proper instructions were delivered 

 

• The postal delivery service went on 

strike 

 

• The international application was filed 

past the priority period 
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Real examples: Postal services 



European Patent Office 

Example 3: Ignorance of the law Example 4: Missed entry in diary 

• Individual applicant 

 

• Not familiar with the PCT 

 

• Invoked ignorance of the 

consequences of missing the priority 

period 

 

• Individual applicant 

 

• Aware of the importance of filing prior 

to the expiry of the priority period 

 

• Monitored time limits using his 

computer diary 

 

• Miscalculated the 12-month time limit 
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Real examples: Unrepresented individual applicant 



European Patent Office 

Example 5: Wrong instructions Example 6: Combined circumstances 

• Agent requests applicant to instruct 

whether an international application 

should be filed 

 

• Applicant replies in the affirmative, but 

indicates the wrong file number 

 

• Agent requests clarification twice 

 

• Applicant calls agent on the day of the 

deadline to confirm the request to file 

 

• Agent files application past midnight 

 

• Agent receives a request to file with 

amendments on the last day of priority 

period 

 

• The online filing system delivers an 

error message 

 

• The master key to the fax room is 

nowhere to be found 

 

• The fax is in ‘save energy’ mode 

 

• The application is only transmitted 

past midnight 

11 

Real examples: Represented applicant 



European Patent Office 

Example 7: Sudden illness Example 8: Not so sudden illness  

• Small company 

 

• Agent stayed on duty in spite of pain, 

medical certificate was submitted 

(confidential) 

 

• Online transmission was received 

shortly past midnight of the last day of 

the priority period 

 

• Large company 

 

• Agent absent through illness on the 

date of expiry of the priority period 

 

• No deputy appointed 

 

• International application filed upon 

return of the agent 

12 

Real examples: Exceptional circumstances 



European Patent Office 

Example 9: Small company Example 10: Big company 

• Two agents and one assistant 

 

• The assistant monitors time limits 

 

• Time limits are docketed in an 

electronic calendar 

 

• The wrong time limit was inadvertently 

entered 

 

• This was only noticed after expiry of 

the time limit, during a weekly review 

of open files 

 

• Several agents and assistants, 

numerous files 

 

• One assistant monitors time limits for 

one agent 

 

• Time limits are docketed in an 

electronic calendar 

 

• The wrong time limit was inadvertently 

entered 

 

• This was only noticed after expiry of 

the time limit, during a weekly review 

of open files 

 
13 

Real examples: Cross-check mechanism 



European Patent Office 

Example 11: Supervision Example 12: Foreseeable absence  

• Assistant miscalculates priority period 

 

• Wrong date entered in the state of the 

art electronic tool for monitoring time 

limits 

 

• Experienced assistant without formal 

training 

 

• Written instructions by email 

 

• Periodical checks by the agent of the 

work carried out by the assistant 

 

• Main assistant on maternity leave 

 

• New temporary replacement hired 

 

• Ordered to continue monitoring time 

limits in the same way as she had 

done in her former position 

  

• No further measures taken 

 

• Time limit inadvertently missed 
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Real examples: Agent with assistant (1/2)  



European Patent Office 

Example 13: Technically qualified 

assistant 

• The assistant is an engineer training 

for the EQE (passed paper D) 

 

• Instructed to draft the application 

 

• Agent out of office on the last day of 

the priority period 

 

• Assistant instructed to sign and 

submit the application using the smart 

card of the agent 
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Real examples: Agent with assistant (2/2)  



European Patent Office 

 Restoration by RO under ‘due care’ criterion: 

− in principle, effective in all DOs (except those that notified 

incompatibility with national law) 

− however, the DO can review the decision by the RO if it 

reasonably doubts that one of the substantive requirements for 

restoration is complied with. 

 

 Restoration by RO under ‘unintentional’ criterion: 

− only effective in DOs that apply this criterion 

− if DO does apply the due care criterion, priority not considered 

restored 
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Restoration at the DO: effect (Rule 49ter.1 PCT) 



European Patent Office 

 ‘Due care’ criterion 

 

 The applicant must file a new request for restoration upon entry 

where: 

− no request was filed during the international phase 

− RO granted under the ‘unintentional’ criterion 

− RO rejected the request for restoration 

 

 In addition, DO may review a decision to restore when it has 

reasonable doubts as to whether one of the substantive 

requirements for restoration was complied with 

17 

Practice at DO/EP 



European Patent Office 

 

 
 

Many thanks for your attention! 
 

18 

  



Practical advice and examples II 

Incorporation by reference of missing elements or parts 

Isabel Auría Lansac Madrid, 23 October 2018 PCT Affairs, European Patent Office 



European Patent Office 

 The PLT introduces the concept of incorporation by reference of 

missing parts (Article 5) 

 

 Inclusion of accidentally omitted parts that are contained in an 

earlier application from which priority is validly claimed, without 

affected the international filing date 

 

2 

Omitted parts or elements: background 



European Patent Office 

 Since 01.04.2007 implemented in the PCT, where the provision 

encompasses missing elements and missing parts 

 

 Incompatibility with national law: 

− To date 7 Offices acting as RO: CU, CZ, DE, ID, IT, KR, MX 

− To date 8 Offices acting as DO/EO: CN, CU, CZ, DE, ID, KR, MX, 

TR 
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Omitted parts or elements: PCT framework  



European Patent Office 

 Requirement for obtaining an international filing date 

 

 The whole description or the full set of claims 

 

 If RO finds that an element is missing in the papers purporting to 

be an international application, it invites the applicant: 

− to furnish the required element: the international filing date (IFD) 

will be the date on which the missing element is furnished, or 

− to confirm that the element is incorporated by reference: if the 

conditions for incorporation are met, the IFD will be the date of 

receipt of the purported application 
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Missing element 



European Patent Office 

 Definition: part of the description, part of the claims or part or 

all of the drawings 

 

 If RO finds that a part is missing in the international application, it 

invites the applicant: 

− to furnish the missing part: the international filing date (IFD) will 

be the date on which the missing part is furnished, or 

− to confirm that the part is incorporated by reference: if the 

conditions for incorporation are met, the IFD is maintained 
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Missing part 



European Patent Office 

 If upon invitation by RO/EP: within two months from the date of the 

invitation 

 

 At the own motion of the applicant: within two months from the 

international filing date 
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Formal requirements: time limit 



European Patent Office 

 Written notice confirming that the element or part is incorporated by 

reference accompanied by: 

 

− Sheet(s) embodying the element or part as contained in the 

priority document 

− A copy of the priority document, if not already submitted  

− A translation if the earlier application is not in the language of the 

international application 

− An indication of where the missing part is in the priority document 
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Formal requirements: confirmation 



European Patent Office 

 The omitted part or element must be completely contained in the 

earlier application from which the priority was validly claimed 

 

 It thus must be identical to the corresponding text/drawing in the 

priority document 
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Substantive requirement: ‘completely contained’ 



European Patent Office 

Example 1: Missing part unnoticed Example 2: Addition of priority claim 

• Several pages of the description are 

missing 

 

• The number of pages indicated in the 

check list of the request is accurate 

 

• The applicant found out once the two 

months from the filing date had 

expired and he informed the RO 

accordingly 

 

• No priority claim in the request form 

 

• A few pages of drawings appear to be 

missing 

 

• These are completely contained in an 

earlier application whose priority is 

claimed one week after the 

international filing date 
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Real examples: general (1/2) 



European Patent Office 

Example 3: Sequence listing Example 4: Abstract 

• References to a sequence listing in 

the description 

 

• No reference to a sequence listing in 

the check list 

 

• No sequence listing filed on the 

international filing date 

 

• Sequence listing completely contained 

in the international application whose 

priority is validly claimed  

 

• No abstract filed on the international 

filing date  

 

• Abstract completely contained in the 

international application whose priority 

is validly claimed  
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Real examples: general (2/2) 



European Patent Office 

Example 5: Missing drawings Example 6: Missing feature in a 

drawing 

• The international application was filed 

by fax 

 

• The fax transmittal was completed 

shortly past the midnight of the last 

day of the priority period 

 

• The whole set of drawings had been 

transmitted past midnight 

 

• The drawings were completely 

contained in the priority application 

 

• A feature of a drawing had been 

omitted 

 

• The number of pages of drawings in 

the check list was accurate 

 

• The RO did not notice that a feature 

of a drawing was missing 

 

• The applicant noticed it shortly after 

the publication of the international 

application 
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Real examples: drawings 



European Patent Office 

Example 7: Replacing 

• Applicant inadvertently filed an earlier 

version of the set of claims  

 

• The set of claims that he intended to 

file is contained in an earlier 

application from which priority is 

claimed 
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Real examples: Erroneous filings 



European Patent Office 

 This procedure is time consuming for both users and Offices and 

requests 

 

 Always check the content of the acknowledgement of receipt after 

filing an international application 
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Advice to applicants 



European Patent Office 

 DOs may review decisions of ROs which have allowed 

incorporation by reference if the DO finds: 

− no priority document was furnished 

− the statement of incorporation was missing or not submitted 

− no required translation of the priority document was furnished, or 

− the element or part in question was not completely contained in 

the priority document 
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Effect on DO: full review (Rule 82ter.1 PCT) 



European Patent Office 

 If the DO decides that the incorporation by reference did not meet 

the criteria: 

− The DO may treat the international application as if the 

international filing date had been accorded on the date on which 

the missing elements or parts were subsequently furnished 

− The DO has to give the applicant the opportunity to make 

observations on this outcome and to request that the late 

furnished missing parts be disregarded 

 The above will also apply if the DO filed a notice of incompatibility 

15 

Effect on DO: outcome of review 



European Patent Office 

 Where the priority document is not in an EPO official language, the 

applicant must provide (Rule 51bis.1 PCT): 

− A translation of the priority document, and 

− In case of missing parts, an indication as to where that part is 

contained in the translation of the priority document 
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Entry into the European phase with the EPO 



European Patent Office 

 Diverging practices based on the provisions on missing elements 

and parts among receiving Offices 

 

 IB proposed to tackle instances of erroneous filings by drafting a 

new provision (PCT/WG/9) 

 

 Not sufficient consensus gathered 
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Developments at the PCT Working Group (1/2) 



European Patent Office 

 Workshop by various user groups on erroneous filings at the fringes 

of the PCT WG 

 

  Compromise proposal tabled by the EPO: 

− Clarification of RO/GL on Rule 20.5 PCT 

− No replacement of erroneously filed elements or parts 

− Pre-publication phase (rule 20.7 PCT) 

− Possible additional search fee 

− Notification of incompatibility by RO/DO 
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Developments at the PCT Working Group (2/2) 



European Patent Office 

 

 

 

 

Thank you for your attention! 
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Practical advice and examples II 

Withdrawal of the international application 

Isabel Auría Lansac Madrid, 23.10.2018 Lawyer, PCT Affairs, European Patent Office 



European Patent Office 

 

 When: Prior to 30 months from the priority date 

 How:  

− Filing a notice of withdrawal with receiving Office, International 

Bureau or International Preliminary Examining Authority if ongoing 

PCT Chapter II 

− Waiver does not apply 

 Effect:  

− Upon receipt of the notice by the applicant 

− International publication will not take place if the notice reaches 

the IB before technical preparations for publication are completed 

2 

Withdrawal of the international application (Rule 
90bis PCT) 



European Patent Office 

Example 1: Conditional withdrawal Example 2: Short time frames 

• Applicant requests withdrawal on 

condition that the application is not 

published 

 

• The notice of withdrawal is received at 

RO/EP at 15 months from the priority 

date 

 

• The notice of withdrawal is signed by 

all applicants 

 

• Applicant requests withdrawal on 

condition that the application is not 

published 

 

• The notice of withdrawal is received at 

RO/EP 15 days prior to the date 

scheduled for international publication 

 

• The notice of withdrawal is signed by 

all applicants 
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Real examples: preventing publication (1/2) 



European Patent Office 

Example 3: Non payment of fees Example 4: Deemed common 

representative 

• Applicant announces that the 

international search fee will not be 

paid and he thus requests that the 

processing of the application is 

discontinued 

 

• The notice is signed by the single 

applicant 

 

• Notice of withdrawal signed by 

deemed common representative 

 

• Conditional withdrawal subject to non-

publication 
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Real examples: preventing publication (2/2) 



European Patent Office 

 

 
 

Many thanks for your attention! 
 

Feel welcome to contact me: iaurialansac@epo.org 
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OEPM 
Restablecimiento del Derecho de Prioridad. 

Caso real 
 



2/5 

Caso real: Enfermedad súbita 

• FECHA PRIORIDAD: 02/05/2016 
• FECHA PRESENTACIÓN SOLICITUD INTERNACIONAL: 26/05/2017 

25 DÍAS RETRASO 
• Petición del restablecimiento de derecho de prioridad dentro del 

formulario PCT/RO/101 (petitorio) 

RESTABLECIMIENTO DEL 
DERECHO DE PRIORIDAD 
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Fecha 
Presentación PCT 

(26/05/2017) 

RESTABLECIMIENTO DEL 
DERECHO DE PRIORIDAD 

Caso real: Enfermedad súbita 

CAUSA ALEGADA: Se alega que el agente sufrió en fecha 27/04/2017 (5 días 
antes del plazo de prioridad) un cuadro gastrointestinal agudo que le mantuvo 
convaleciente e imposibilitado hasta la fecha del certificado médico de alta de 
06/05/2017 

 

tiempo (año) 

2017 2016 

X X 
Fecha 

Prioridad 
(02/05/2016) 

Fecha 
vencimiento 
prioridad 
(01/05/2017) 

Enfermedad 
(27/04/2017) 
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RESTABLECIMIENTO DEL 
DERECHO DE PRIORIDAD 
RESTABLECIMIENTO DEL 
DERECHO DE PRIORIDAD 

Caso real: Enfermedad súbita 

RESOLUCIÓN: El agente dispuso de un año entero para reivindicar la 
prioridad derivada de su patente USXXX y pudo hasta dicha fecha 
cumplir con el plazo o proveer para su cumplimiento con anticipación 
suficiente para evitar que cualquier eventualidad acaecida durante 
los últimos días del plazo derivara en el incumplimiento del mismo.  
  
Por consiguiente no se entiende cumplido el requisito de diligencia 
previsto en la regla 26bis 3, a) i) del PCT 
 

Rechazada la petición de restablecimiento del 
derecho de prioridad por incumplimiento del 

requisito de Diligencia Debida 
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¡Muchas gracias! 
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La OEPM como  
Administración Internacional del PCT y 

durante la Fase Nacional 



2/50 

P. Europea: 

90+1300= 
 1.390 € 

P Europea: 

90+190= 
 280 € 

74+901 
+1.775= 
 2.750 € 

74+901 
+887= 

 1.862 € 
667 € 

PCT: AHORRO DE TASAS Y OTRAS VENTAJAS 
UTILIZANDO PRIORIDAD ESPAÑOLA 

Patente 
nacional 

prioritaria 

• Utilizar la prioridad, siempre que puedan utilizarse los resultados del IET, supone un ahorro mayor que el coste de 
la solicitud de patente nacional.  

PCT 
(ISA – OEPM en 

español) 

1 año 1,5 años 

Fase Nacional: US, 

JP, etc. (+PPHs) o 
Regional: Patente 

Europea 

Reembolso 50% 
tasa búsqueda 

PCT= 887€ 

Descuento búsqueda 
europea suplementaria 

1.110 € 

Todas las tasas y gastos de traducción son 
subvencionables 

IET 
decisión 

• Utilizar la prioridad permite retrasar hasta 30 meses la entrada en fases nacionales o regionales y los gastos 
asociados a Agentes internacionales y Traducciones. Es el momento de utilizar los PPHs. 

• Por último en la entrada en fase regional europea hay una exención de la tasa de búsqueda europea de 1.110 € 

PCT: AHORRO DE TASAS Y OTRAS VENTAJAS 
UTILIZANDO PRIORIDAD ESPAÑOLA (UNIVERSIDADES) 

333 € 
(Univ. Púb. y 

pequeños 

emprendedores) 

IBI + OE 
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PATENTE EUROPEA: AHORRO DE TASAS Y OTRAS VENTAJAS 
UTILIZANDO PRIORIDAD ESPAÑOLA 

PATENTE EUROPEA: AHORRO DE TASAS Y OTRAS VENTAJAS 
UTILIZANDO PRIORIDAD ESPAÑOLA (UNIVERSIDADES Y OTROS) 

90+1300= 
 1.390 € 

667 € 

Patente 
nacional 

prioritaria 

Patente 
Europea   

(OEPM como OR) 

Traducción 

2 meses 

• Presentar la solicitud de patente europea en español permite retrasar 2 meses la 
presentación de la traducción a uno de los idiomas oficiales del Convenio de Patente 
Europea. Esto es especialmente útil en caso de disponer de prioridad. 

1 año 

UIP: España es uno de los 7 
países del mundo cuyos 

solicitantes tienen exento 
presentar  copia de las 
búsquedas realizadas 

previamente (Regla 141) 

IET 
Decisión 

• Además para determinados solicitantes: PYMES, Universidades, Organismos públicos 
de investigación (y otros) la solicitud de patente europea supone un descuento del 
30% en las tasas europeas de presentación (-27 €) y examen (-490 €). 

63+1300= 
 1.363 € 

(Universidades y +) 

333 € 
(Univ. Púb. y 

pequeños 

emprendedores) 
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Transmisión de archivos por vía electrónica dentro de la propia OEPM y al 
exterior: 

 Ejemplares originales de las solicitudes internacionales PCT 

 Notificaciones a la Oficina Internacional de la OMPI 

 Informes de búsqueda, opiniones escritas e informes de examen 
preliminar internacional 

 Documentos de prioridad electrónicos:  Documento de prioridad 
depositado en una base de datos segura de OMPI para reivindicar una 
prioridad. 

 Desde septiembre 2016: participación en el PCT Paperless Pilot 
Project, cuyo resultado positivo reciente permite la entrega  a la EPO 
de la documentación del PCT únicamente  en formato electrónico 

OEPM: Automatización de las tareas administrativas 
en el entorno PCT 

LA OEPM Y EL  PCT 
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PCT en la LP: ASPECTOS RELEVANTES 

 Entrada en vigor 1 Abril 2017. 
 Recoge las actividades de la OEPM como ISA, IPEA, Oficina 

Designada y Oficina Elegida 
 Incorpora que el incumplimiento de presentación en la OEPM de 

una Solicitud Internacional del PCT realizada en España y 
presentada por primera vez, privará de efectos en España a la 
solicitud internacional (Art. 163.2 NLP) 

 Entrada en fase nacional pago tasa de solicitud y realización del IET 
(Art 169) 

 Interferencias de novedad. Se extienden a las Solicitudes 
Internacionales del PCT que hayan entrado en fase nacional en 
España (Art 6.3). 

 Se incorpora una disposición estableciendo que el régimen de 
tasas del PCT está condicionado al Acuerdo Especial entre la 
Organización Europea de Patentes y España relativo a la 
Cooperación en cuestiones relacionadas con el PCT.  

EL PCT EN LA LEY DE PATENTES 
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Plazos de entrada en Fase Nacional PCT (Art. 22 PCT) 

• Oficina designada (Capítulo I) 

- Antes de 30 meses desde la fecha prioridad (Art 22.1) 

- Antes de 20 meses para Estados que han comunicado 
incompatibilidad con el Art 22.1 

•  Oficina elegida (Capítulo II) 

- Antes de 30 meses si el examen se solicita en plazo de 19 
meses desde prioridad (Art 39) 

- En caso contrario el plazo aplicable por OE (Art 39.1.b)). 

PCT FASE NACIONAL: PLAZO 

OEPM: 30 meses en ambos casos 

LA OEPM FASE NACIONAL PCT 
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LA OEPM FASE NACIONAL PCT 

 Las establecidas por la Oficina Nacional: 

- OEPM: Tasa de presentación 

 

 Las anualidades vencidas 

- OEPM: No se abonan anualidades hasta la concesión 

 

 Posibilidad de exención, reducción o reembolso 

OEPM: Exención del IET y OE cuando hay un Informe de 
Búsqueda Internacional del PCT previo realizado por la 
OEPM. Posibilidades de reembolso parcial en otros casos. 

 

PCT FASE NACIONAL. TASAS OEPM 
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LA OEPM COMO AI 

LA OEPM COMO ADMINISTRACIÓN DE BÚSQUEDA (ISA) Y 
DE EXAMEN PRELIMINAR INTERNACIONAL (IPEA) 

La Oficina Española de Patentes y 
Marcas (OEPM) realiza su actividad 
como Administración Internacional 
tanto de Búsqueda como de  Examen 
Preliminar Internacional del PCT, 
respecto a aquellas solicitudes 
internacionales para las que la OEPM 
sea competente al provenir la solicitud 
de nacionales o residentes en España o 
de un país hispanohablante adherido al 
PCT y que haya designado a la OEPM. 
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ADMINISTRACIONES INTERNACIONALES DEL PCT: 23 

• AT 

• AU 

• BR 

• CA 

• CL 

• CN 

• EG 

• EP  

• ES 

• FI 

• IL 

• IN 

• JP  

• KR 

• RU 

• SE 

• SG 

• TR 

• UA 

• US 

• XN 

• XV 

• PH 

 

 

 

LA OEPM COMO ISA 
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Solicitud PCT 
Oficina Receptora Fase 

Internacional PCT 
en Español 

Fase Nacional en 
cada Estado 

OEPM 

España 

--------- 

México 

Chile 

Colombia 

Costa Rica 

Cuba 

Rep Dominicana 

Ecuador 

El Salvador 

Guatemala 

Honduras 

Nicaragua 

Panamá 

Perú  

LA OEPM COMO ISA 
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REQUISITOS MÍNIMOS PARA SER ISA 
(Regla 36.1 PCT) 

• Al menos 100 examinadores con cualificación suficiente para 
realizar las búsquedas en los distintos campos técnicos 
 

• Disponer o tener acceso a la documentación mínima PCT 
referida en la Regla 34 
 

• Tener capacidad para realizar búsquedas en los distintos 
idiomas de la documentación mínima PCT 
 

• Debe disponerse de un Sistema de Gestión de Calidad y de 
Revisión Interna 

LA OEPM COMO ISA 
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PCT Sistema de gestión de calidad  
OEPM Certificación ISO 9001:2008 → 9001:2015 

LA OEPM COMO ISA 

OEPM Certificación ISO 9001 en PCT desde 2007 
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RESPONSABILIDAD PRINCIPAL DE UNA ISA: 
“descubrir el estado de la técnica pertinente” (Artículo 15 PCT) 

 
INFORMES EMITIDOS DENTRO DEL CAPÍTULO I: 

 CAPÍTULO I: 
• Informe de Búsqueda Internacional (IBI) 
• Opinión Escrita (OE) 

LA OEPM COMO ISA 
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OTRAS RESPONSABILIDADES DE LAS ISAS 

• Examen del título (regla 37) 

• Si falta o es incorrecto y la OR no lo ha notificado, la ISA 
lo debe redactar 

 

• Examen del resumen (regla 38) y de la figura que se va a 
publicar junto con el resumen 

• Modificable por la ISA 

• El solicitante puede contestar en el plazo de un mes 

LA OEPM COMO ISA 
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OTRAS RESPONSABILIDADES DE LAS ISAS 

• Comprobaciones en relación con las SL 

• De acuerdo con ST25 

• Si hay defectos se comunican al solicitante 

 

• Comprobación de la exigencia de unidad de invención 
(regla 40) 

 

• Autorizar la corrección de errores evidentes a petición del 
solicitante o por indicación de la propia ISA 

 

 

LA OEPM COMO ISA 
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FALTA DE UNIDAD DE INVENCIÓN 

• Requerimiento para el pago de tasa(s) adicional(es): 
PCT/ISA/206 

– Razonado 

 

– Indicación nº de invenciones 

 

– Indicación cantidad a abonar 

 

– Si es posible se acompaña el resultado de la 
búsqueda internacional para la invención 
mencionada en primer lugar en las reivindicaciones. 

LA OEPM COMO ISA 
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20 Fundación José PONS ©
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Glorieta de Rubén Darío 4 

Madrid, 28010 

Falta de Unidad de Invención:  

Formulario PCT/ISA/206 

EXPLICACIONES 

BÚSQUEDA PARCIAL 
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FALTA DE UNIDAD DE INVENCIÓN 

• Pago bajo protesta 

– Comité de examen 

– Traslado de la decisión a OI y solicitante 
(PCT/ISA/212) 

 

• Se emitirá el IBI para la(s) invenciones para las que 
se haya pagado tasa de búsqueda o tasas adicionales 

 

• Excepción: si la búsqueda para las demás 
invenciones no requiere esfuerzo excesivo, se 
realizará para todas las invenciones. 

LA OEPM COMO ISA 



22/50 

INFORME DE BÚSQUEDA INTERNACIONAL 

Lista de documentos relativos al estado de la técnica con 
indicación de su grado de relevancia: 

 

    X 
    Y 
     A 

X: de particular relevancia:  
un sólo documento afecta a 
novedad o actividad 
inventiva de una 
Reivindicación. 

Y: de particular relevancia 
combinado con otro/s de la 
misma categoría: dos 
documentos combinados 
afectan a actividad inventiva 
de  una Reivindicación. 

A: refleja el estado de la 
técnica sin cuestionar la 
patentabilidad 

LA OEPM COMO ISA 
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OPINIÓN ESCRITA EN EL CAPÍTULO I DEL PCT 

Objetivo: 

• Proporcionar al solicitante una primera indicación de NOVEDAD, 
ACTIVIDAD INVENTIVA Y APLICACIÓN INDUSTRIAL de la 
solicitud  

• Igualmente se da información sobre otros defectos de la 
solicitud. 

• Intentar que la OE sea de la máxima utilidad para las etapas 
posteriores, incluyendo sugerencias de modificaciones que 
evitarían una opinión negativa en fases posteriores. 

 

Se emite simultáneamente con el  

Informe de Búsqueda Internacional 

LA OEPM COMO ISA 
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OPINIÓN ESCRITA: PAUTAS DE REDACCIÓN 

• Clara 

• Completa (indicando todas las objeciones) 

• Bien estructurada (empezando por las objeciones de 
mayor peso) 

• Para cada motivo de objeción indicar: 

• La parte de la solicitud afectada  

• El requisito PCT que se incumple 

• El razonamiento (cláusulas tipo) 

• Concisa (evitando expresiones redundantes) 

• Intentar indicar al solicitante las modificaciones que 
evitarían una opinión negativa en el IPRP del Capítulo II 

LA OEPM COMO ISA 
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LA OEPM COMO ISA 

(FORMULARIO PCT/ISA/237): 

 Primera Página 

I. Base de la Opinión 

II. Prioridad 

III. Falta de formulación de opinión 

IV. Falta de Unidad 

V. Novedad, Actividad Inventiva y Aplicación Industrial 

VI. Documentos Citados 

VII. Defectos 

VIII.Observaciones sobre Claridad y Congruencia 

Opinión Escrita: Elementos 

La OE es un documento compuesto de 8 recuadros que 

analizan los distintos aspectos de la solicitud PCT 
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Ejemplo OEPM:  
Opinión Escrita 
Primera Página  

LA OEPM COMO ISA 
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Ejemplo OEPM:  
Opinión Escrita 

negativa  

LA OEPM COMO ISA 
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LA OEPM COMO ISA 

Ejemplo OEPM:  
Opinión Escrita 

positiva  
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LA OEPM COMO ISA 

INFORMES DE BÚSQUEDA INTERNACIONAL PCT EN LA OEPM 

FUENTE: OEPM Memoria de actividades 2017 
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Plazos 

• Si la solicitud PCT reivindica prioridad: 
– En el plazo de TRES meses desde la fecha de entrada 

en ISA 

• Si la solicitud PCT no reivindica prioridad: 
– En el plazo de NUEVE meses desde la fecha de 

presentación internacional 

INFORME DE 
BÚSQUEDA 

INTERNACIONAL 

OPINIÓN 

ESCRITA 

LA OEPM COMO ISA 



31/50 

Plazos OEPM de transmisión del Informe de Búsqueda Internacional 
(Estadísticas OMPI 2017) 

LA OEPM COMO ISA 
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LA OEPM COMO IPEA 

Informes emitidos dentro de cada capítulo: 

 CAPÍTULO I: 
• Informe de Búsqueda Internacional 
• Opinión Escrita 

 
CAPÍTULO II 

• 2ª Opinión Escrita 
• Informe Preliminar Internacional sobre Patentabilidad 

LA OEPM COMO ADMINISTRACIÓN DE EXAMEN PRELIMINAR 
INTERNACIONAL 
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LA OEPM COMO IPEA 

Búsquedas top-up (complementaria) 
Reglas 66.1ter y 70.2.f) del PCT:  
 

El informe de examen preliminar internacional incluye las 
denominadas búsquedas top-up (complementarias), 
cuyo propósito principal consiste en encontrar estado de 
la técnica, potencialmente relevante, que haya sido 
publicado  con posterioridad a la realización de la 
búsqueda internacional. 

Modificación del PCT relevante en vigor desde Julio de 2014  

El formulario PCT/IPEA/409 ahora incluye en el Recuadro I (Base del Informe) una 
referencia a su realización 
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LA OEPM COMO IPEA 

Ejemplo OEPM:  
Informe Preliminar 
Internacional sobre 

Patentabilidad 
negativo 
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LA OEPM Y EL  PCT 

Tasas PCT OEPM  

(2018) 

Tasas PCT € Descuentos 

Transmisión (OEPM) 74 - 

Internacional (OMPI) 1.219 90% Personas físicas países renta per cápita 

-175 €  formato pdf  
-262 € formato XML 

Búsqueda (OEPM ) 
 
 
Búsqueda (EPO) 

1.775  
 
 

1.775 

75% Personas físicas y jurídicas países nivel ingresos 

50% con Informe de  Búsqueda anterior en la OEPM 

 

75% Personas físicas países nivel ingresos 

Examen (OEPM) 
Examen (EPO) 

583  
1.930 

100% posible reembolso si ha habido un examen anterior 

en la Oficina respectiva 
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Tasa del Informe sobre el Estado de la Técnica (IET) en el 
procedimiento nacional 

Reembolso: 

 

 75% si IBI lo realizó EPO o ISAs del CPE 

 25% si IBI lo realizó otra ISA 

 

 Dispensa pago si el IBI lo realizó la OEPM 

LA OEPM Y EL  PCT 

TASAS Y COSTES PCT EN LA OEPM 
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PCT FASE NACIONAL OEPM  
PUBLICACIÓN DE LA SOLICITUD INTERNACIONAL.  

 La SI que designe a España tendrá efectos de una solicitud 
nacional desde el momento que se le haya otorgado una fecha 
de presentación internacional 

 La publicación de una SI, para la que la OEPM actúe como Oficina 
Designada, sustituye a la publicación de la solicitud de patente 
nacional (Art 170 NLP).  

- Protección provisional a partir de la fecha de la publicación 
internacional en español 

- O a partir de la fecha en que una traducción de la solicitud en 
español se encuentre a disposición del público en la OEPM 

LA OEPM FASE NACIONAL PCT 
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¡Muchas gracias! 



Report on PCT Working Group 2018 

Revised Rule 69.1(a) PCT 

  

Isabel Auría Lansac Madrid, 23 October 2018 Lawyer,  PCT Affairs, European Patent Office 



European Patent Office 

Background  

 Earlier start of PCT Chapter II (PCT/WG/11/20): 

− Proposal by the EPO 

− Amendment of Rule 69.1(a) PCT 

− Unanimous support from the PCT Working Group 

− Origin: informal feedback from user groups 

− Purpose: enhancing Quality by increasing time for dialogue in 

Chapter II 

− Framework: IPER by 28 months 
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http://www.wipo.int/edocs/mdocs/pct/en/pct_wg_11/pct_wg_11_20.pdf


European Patent Office 

Current Rule 69.1(a) PCT 

 

− Start subject to the time limits in Rule 54bis.1 PCT 

− Provided that the IPEA is in possession of: 

− the demand 

− the relevant fees 

− the ISR or a declaration of no search together with the WO-ISA 

− Unless the applicant expressly requests an early start 
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European Patent Office 

Revised Rule 69.1(a) PCT 

 

− Start when the IPEA is in possession of: 

− the demand 

− the relevant fees 

− the ISR or a declaration of no search together with the WO-ISA 

− Unless the applicant expressly requests to postpone the start until 

the expiration of the time limit foreseen in Rule 54bis.1 PCT 
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European Patent Office 

Benefits of revised Rule 69.1(a) PCT 

 

 Results: 

− From 25 to 26+ months for PCT Chapter II 

− More time to issue a second written opinion 

− Increased opportunities for dialogue and thus better chances for a 

positive IPER 

− Applicants still entitled to request a postponement of the start 

 

 Adoption and entry into force 
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European Patent Office 

 

 

 

 

Thank you for your attention! 
 

international_pct_affairs@epo.org 

 

iaurialansac@epo.org 
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mailto:iaurialansac@epo.org
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Cambios en el Reglamento PCT a  
1 de julio de 2018.  

 
Informe de los últimos debates en el Grupo 

de Trabajo del PCT en Junio 2018. 
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Cambios en el Reglamento PCT a  
1 de julio de 2018  
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- Se aclara que la reducción de tasas del 90% está destinada 
únicamente a los solicitantes que presentan solicitudes 
PCT en su propio derecho y no aquellas solicitudes PCT 
presentadas a nombre de una persona o entidad que no es 
elegible para la reducción de tasas (por ejemplo, el 
director o empleado de una empresa cuando la solicitud 
se hace a beneficio de la empresa) 

1.- Modificación de la Tabla de Tasas (Asamblea PCT 

2017). 

 

CAMBIOS REGLAMENTO 2018 
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• Corrección de referencias con respecto a disposiciones que 
entraron en vigor el 1 de julio de 2017 en relación con la 
transmisión de resultados de búsqueda o clasificación 
anteriores 

2.- Modificación de las Reglas 4.1.b)ii) y 41.2.b) del 
PCT (Asamblea PCT 2017). 

CAMBIOS REGLAMENTO 2018 
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Informe de los últimos debates 
en el Grupo de Trabajo del PCT 

en Junio 2018  
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 Estadísticas y encuestas PCT 
 Informe de la 25ª sesión de la Reunión del PCT/MIA  
 IT: Servicios PCT por Internet. Sistemas para facilitar la entrada 

en la fase nacional e información de la misma. 
 Observaciones de terceros 
 Desarrollo futuro del PCT: memorando DG OMPI  
 Sanciones del Consejo de Seguridad de las Naciones Unidas  
 Proyecto piloto compensación por saldos netos a las tasas del 

PCT  
 

Grupo de Trabajo del PCT (Junio 2018). 
Temas tratados (1)  

PCT WG 2018 
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 Reducción de tasas: Taller y debate 
 Cooperación: asistencia técnica, formación de examinadores.  
 Incorporación por referencia de elementos o partes omitidos: 

taller y debate 
 Delegación de las funciones de las ODs o elegidas  
 Salvaguardias para el caso de interrupciones que afecten a las 

Oficinas  

Grupo de Trabajo del PCT (Junio 2018). 
Temas tratados (2)  

PCT WG 2018 
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 Comienzo anticipado de la aplicación del Capítulo II del PCT. 
Modificación de la Regla 69.1.a).    

 PCT Programa piloto de colaboración CS&E  
 Documentación mínima del PCT 
 Formulario para solicitar la designación como AI del PCT  
 Norma ST.26 (Listas secuencias), transición de la ST.25 
 Utilización de clasificaciones nacionales en particular CPC 

Grupo de Trabajo del PCT (Junio 2018). 
Temas tratados (3)  

PCT WG 2018 
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¡Muchas gracias! 
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