Contrato de Licencia de Patente/Modelo de Utilidad

Patent/Utility model license agreement


PATENT/UTILITY MODELLICENSE AGREEMENT
By and between
Private entities
[City], [Month] [day], 201X.
Of the one part, Mr./Ms.[…], with national identity card number […], acting on behalf of [name of the company], with registered office at [include address], with identification number […], and acting in his/her capacity as […] acting with power to act on the name and on behalf of the company (hereinafter referred to as “COMPANY 1”).
Of the other part, Mr./Ms.[…], with national identity card number […], acting on behalf of [name of the Company], with registered office at [include address], with tax identification number […], duly registered in the Companies Registry of […] with number […] and acting in his/her capacity as […] acting with power to act on the name and on behalf of the company (hereinafter referred to as “COMPANY 2”).
COMPANY 1 and COMPANY 2 are individually referred to hereinafter as the “Party” and collectively as the “Parties”.

Both Parties mutually acknowledge their legal capacity to enter into and be bound by this agreement and to that effect they state the following
WHEREAS

I. COMPANY 1 is the owner in title of Patent / Utility Model application number (include reference to Patent / Utility Model application) titled “…” filed on (…) month, year, before the Spanish Patent and Trademark Office. 
II. COMPANY 1 is the owner of confidential data and know-how relating to the invention described in the above referred Patent / Utility Model application;
III. COMPANY 2 is in the business of area of business and has the technical, commercial and financial resources to develop and commercialize the Product (as defined below) in accordance with the terms of this Agreement;
IV. COMPANY 2 is interested in Developing and Commercializing the Product in the Territory and in obtaining an exclusive / non-exclusive license of COMPANY 1’s Patent / Utility Model Rights (as defined below).
V. The Parties are interested in executing this Agreement on the basis of the clauses detailed hereinafter;
Now therefore, for and in consideration of the above recitals and the mutual covenants contained herein, COMPANY 1 and COMPANY 2, intending to be legally bound, hereby agree the following:

CLAUSES
1. DEFINITIONS
1.1. In this Agreement the following terms, whether used in the singular or plural, shall have the following meanings:

“Affiliate” means any legal entity that is under the direct or indirect control of COMPANY 2, or under the same direct or indirect control as COMPANY 2, control meaning:

(a) the direct or indirect holding of fifty percent (50%) or more of the nominal value of the issued share capital in the legal entity concerned, or

(b) a majority of the voting rights of the shareholders or associates of that entity, or

(c) the direct or indirect holding, in fact or in law, of decision-making powers in the legal entity concerned.

“Agreement” means this License Agreement including any and all schedules, appendices and other addenda to it as may be added and/or amended in accordance with the provisions of this document.

“Commercialization”, “Commercializing”, or “Commercialize” means any and all activities relating to the labelling, advertising, promotion, marketing, pricing, distribution, storage, handling, offering for sale and selling, and customer service and support.

“Confidential Information” means any and all information, including but not limited to technical, scientific and business information, knowledge, know-how, data and materials of a confidential or proprietary nature owned or controlled by a Party (“Disclosing Party”) and disclosed to the other Party (“Receiving Party”) under this Agreement.

“Customers” means any entity of which COMPANY 2, its Affiliates or Sublicensees receives any type of revenue derived from the exploitation of the Patent /Utility Model Rights.

“Development”, “Developing” or “Develop” means activities associated with the development of Product, including validation, product studies and analysis, stability testing, process development, quality assurance, quality control, pre- and post- Regulatory Approval studies, and regulatory affairs.

“Disclosing Party” means, in reference to a piece of Confidential Information, the Party that first discloses such piece of Confidential Information to the other Party under this Agreement.

“Effective Date” means the date indicated on the first page of this Agreement.

“Field” means (Option a) all uses covered by any valid Patent /Utility Model Right (Opción b) For a non-exclusive license for specific application fields. Geographical  terms of exclusivity will be specified in the definition of Territory. Describe the specific fields for which the Patent /Utility Model Right is licensed.

“Net Sales” means, with respect to the Product, the gross amount invoiced on sales by COMPANY 2, Affiliates or Sublicensees to Customers (Option a:) in any country of the World 
(Option b: in the Territory – If Territory definition is limited to specific countries, net sales shall be limited to the Territory), less the following deductions, to the extent included in the sales invoice with respect to such Product:

a) normal and customary trade and quantity discounts actually given in the Field, discounts which all together cannot exceed 20% of the sales price; and, in case of returns or rejections of Products, the associated credits and price adjustments; and

b) sales, value-added, and excise taxes, tariffs, and other taxes and government charges directly related to the sale of the Product and actually borne by COMPANY 2, its Affiliates or Sublicensees without reimbursement from any Third Party.

When the Product is included as part of any program based on multiple product offers, the discounts referred to in point a) of this Clause shall be coherent with the discounts applied by COMPANY 2 to the same Customer when the Product is not combined with any other products or services. 

Use of the Product in field tests, marketing, or other similar programs or studies where Product is supplied without charge, shall not result in any Net Sales. However, if COMPANY 2 or its Affiliates or Sublicensees charges for such Product, the amount billed will be included in the calculation of Net Sales.

COMPANY 2, or its Affiliates or Sublicensees shall not accept any sale of the Product based on considerations other than cash.

“Patent / Utility Model Application” means the Spanish Patent /Utility Model Application ES… with title “Título de la solicitud en español”.

“Patent / Utility Model Rights” means any right recognised by the applicable Patent / Utility Model legislation or regulation and generated by claiming the priority of the Patent / Utility Model Application, such as the rights generated by:

a) any Patent / Utility Model Application, any continuation-in-part, division, extension for any such application, and any Patent / Utility Mode lissuing on such application;

b) inventor certificates, utility models or similar.

Patent / Utility Model Rights on the date of execution of this Agreement include: [list references to all the Patent / Utility Model Applications and Patents / utility models existing as of the date of the agreement (PCT, …).In accordance to the definition, Patent / Utility Model Rights are not limited to those previously listed. 

“Procedure” means any method or process which is covered by any Valid Claim in the country where such method or process is carried out. 

“Product” means any product which:

a) is covered in whole or partly by any Valid Claim;

b) is manufactured by or made of using the Procedure; or

c) its use is covered by any Valid Claim.

“Receiving Party” means, in reference to a piece of Confidential Information, the Party that receives such piece of Confidential Information from the Disclosing Party under this Agreement.

“Regulatory Approval” means any approval, registration, license or authorization from any authority required for the Development, manufacture or Commercialization of Product in the Territory.

“Sublicensee” means a Third Party to whom COMPANY 2 has granted a sublicense under the Patent / Utility Model Rights.

“Territory” means (Option a) any country where there is a valid Patent / Utility Model Right / (Option b) To choose specific countries for example: the contracting states of the European Patent Convention on the Effective Date, Japan and the USA.

“Third Party” means any entity other than a Party or any of its Affiliates.

“Valid Claim” means a claim:

a) of an issued and unexpired Patent / Utility Model included within the Patent / Utility Model Rights, which has not been permanently considered as non applicable under a decision of a court or other competent governmental agency, or

b) in a Patent / Utility Model Application included within the Patent / Utility Model Rights that is being actively prosecuted in accordance with this Agreement.
2. PURPOSE OF THE AGREEMENT
2.1 The purpose of this Agreement is the granting, by COMPANY 1, and the acceptance by COMPANY 2, subject to the terms and conditions of this Agreement, of a exclusive / non-exclusive license to COMPANY 2, under COMPANY 1’s Patent / Utility Model Rights to:

a. Develop, use and Commercialize Product in the Territory for use in the Field, and

b. Make and have made Product for Development, use or Commercialization in the Territory and for use in the Field; provided that any Third Party to whom COMPANY 2 sublicenses the rights to make Product agrees not to manufacture the Product for any entity or person other than COMPANY 2 or its Affiliates or Sublicensees.
3. TERRITORIAL SCOPE

3.1 The license under this Agreement is granted only for the Territory, and the effects of the same may not be extended to any other territory without COMPANY 1’s express and written consent.

4. EXCLUSIVITY (APPLICABLE IF AN EXCLUSIVE LICENSE IS CHOSEN)
4.1 COMPANY 1 agrees not to exploit, directly or indirectly, the product subject of the Patent / Utility Model within the Territory.

4.2 COMPANY 2 is entitled to exploit the Patent / Utility Model itself or through SUBLICENSES, exclusive or not, upon the consent of COMPANY 1 for all or one or more of the countries of the "Territory".
5. KNOWLEDGE TRANSFER

5.1 COMPANY 1 shall use reasonable efforts to provide COMPANY 2 with any proprietary know-how and other technical knowledge relating to the Patent / Utility Model Rights and which may be necessary for COMPANY 2 to exploit such rights. 
5.2 COMPANY 2 agrees to cover any travel and out-of-pocket costs of COMPANY 1 staff required for the better transfer of such know-how and/or technical knowledge. The effect on normal activities of COMPANY 1 produced by any request under this provision shall be minimized by COMPANY 2 by:

a.  accepting remote (telephone, e-mail, on-line, etc) assistance where applicable; and
b.  allocating a sufficient and technically able workload to knowledge transfer activities and ensuring that its contract manufacturer does the same.
6. CONFIDENTIALITY

6.1 Treatment of Confidential Information.
The Parties shall exchange Confidential Information to execute this Agreement and are committed to take necessary and appropriate steps to preserve the confidentiality of the information so defined, and in particular: 
c. To use the Confidential information in confidence

d. Not to disclose or communicate the Confidential Information provided by the Disclosing Party.

e. To prevent the copy or disclosure of such information to third parties unless there is a written authorization of the Disclosing COMPANY 1nd only in accordance with the approved terms of such authorization.

f. To restrict access to Confidential Information to their respective employees, partners, subcontractors and any person who, due to their relationship with the Parties, could or should have access to such information, warning them of the duty of confidentiality.

g. To use Confidential Information or parts thereof exclusively for the purposes of implementing this Agreement, refraining from any other use.

The Parties will be liable to each other for the compliance of the above obligations, either by its employees, partners, subcontractors or any person to whom Confidential Information was disclosed.

The Parties agree to comply with any applicable data protection legislation.

6.2 Exceptions in the Treatment of Confidential Information. 
Without prejudice to the obligations described in the previous clause, the Parties may use or disclose Confidential Information that:

a. is in the public domain or come into the public domain through means different to an infringement of the present Agreement by any of the Parties, or

b. has been independently developed by or for the Recipient Party, without any connection to the Confidential Information, and as long as such development can be documented by the Disclosing Party, or

c. was already known by the Recipient Party prior to the disclosure by the Disclosing Party, as long as the Recipient has documental evidence of such knowledge, or

d. the information comes from a third party not obliged by a confidentiality duty, or 

e. should be disclosed pursuant to law or court or administrative order. In such a case, the Recipient Party shall immediately notify to the Disclosing Party such requirement so the Disclosing Party may exercise any interim measures that may be available by law, and shall not disclose any further Confidential Information to that strictly requested by court or administrative order.

6.3 Treatment of this Agreement as Confidential Information. 
Any and all of the terms and conditions of this Agreement shall be treated as Confidential Information. Notwithstanding this, no Party shall be liable for disclosure to Third Parties, including public disclosure, of the existence of this Agreement, the Parties to it, the Purpose (including the Patent / Utility Model Rights, and the exclusive/non-exclusive and royalty-bearing nature of the license), the Territory, the Effective Date and the Term of this Agreement.

This document may be converted into a public document if required by the legislation in force or a competent court, or converted into a deed at the request of any of the Parties, which shall cover all related costs.

7. TERM 

7.1 This Agreement shall enter into force on the Effective Date. Unless terminated sooner pursuant to Clause 14, this Agreement shall continue in full force and effect (CHOOSE BETWEEN OPTION A OR B):

a. on a country by country basis, as defined under Territory, until the last date in which there is a Valid Claim covering such Product or Procedure in such country, or in which there is any other additional legal protection covering any object of the Patent / Utility Model Rights in such country.

b. For a term of ... years from the date of this Agreement.

8. ASSIGNMENT AND SUBLICENSES

8.1 COMPANY 2 is not entitled to assign, transfer, partially or totally by any means, its rights in this Agreement. COMPANY 2 agrees not to sell, assign, transfer, mortgage, pledge, or hypothecate any such rights in whole or in part, or delegate any of its duties or obligations under this Agreement without the prior written consent of COMPANY 1. The merger, consolidation, or reorganization of COMPANY 2 with one or more Third Parties shall not entitle COMPANY 2 to transfer substantially any of the rights granted by this Agreement without the written consent of COMPANY 1, such consent not to be unreasonably withheld, conditioned or delayed.
8.2 Sublicenses. COMPANY 2 shall not grant sublicenses without the previous written authorization of COMPANY 1.
8.3 Binding on successors. The rights, obligations and or benefits of this Agreement will inure to the benefit of and be binding upon COMPANY 1, its successors, and assignees.
9. INTELLECTUAL AND INDUSTRIAL PROPERTY RIGHTS

[Following clause is drafted as an exclusive license for all the fields (draft may be applicable on a worldwide basis or for certain countries) in which COMPANY 1 is obligated not to exploit the Patent.]
9.1 Filing, management and maintenance of Patent / Utility Model Rights. During the term of this Agreement, COMPANY 2 shall be responsible for the preparation, filing, management, and maintenance of Patent / Utility Model Rights in the Territory and shall cover all associated costs. COMPANY 2 shall keep COMPANY 1 informed of the status of each such licensed Patent / Utility Model Right by a communication in writing at least in an annual base.
The Parties shall cooperate reasonably in the management of all Patent / Utility Model Rights and in providing comments to any communication or other action from a Patent office.
If, during the term of this Agreement, COMPANY 2 intends to allow any Patent / Utility Model Right to expire or intends to otherwise abandon any Patent / Utility Model Right (including, but not limited to, not entering into any national phase), COMPANY 2 shall notify COMPANY 1 of such intention at least sixty (60) calendar days prior to the date upon which such Patent / Utility Model Right shall expire or be abandoned, and COMPANY 1 shall thereupon have the right, but not the obligation, to assume responsibility for the preparation, filing, management or maintenance thereof. This Agreement shall therefore be terminated for those Patent / Utility Model Rights of which COMPANY 1 has assumed such responsibility and COMPANY 1 will be free to license to a Third Party such Patent / Utility Model Rights.

9.2 Defence of Patent / Utility Model Rights. In the event of a claim or notice of a potential claim, inquiry or court proceeding by a Third COMPANY gainst COMPANY 2 or any of its Affiliates or Sublicensees based upon an infringement of any intellectual or industrial property right of such Third COMPANY and the exploitation of any Patent / Utility Model Right, COMPANY 2 shall immediately notify COMPANY 1, providing the related information it may possess. COMPANY 2 will have the first right, but not the obligation, to defend its rights of exploiting the Patent / Utility Model Rights. If the defence of such rights involves or shall reasonably involve the defence of a Patent / Utility Model Right, the Parties shall cooperate to address such claim without litigation. If litigation is required and involves a Patent / Utility Model Right, COMPANY 2 shall have the right to be represented by independent counsel at its own expense. COMPANY 1 shall cooperate with COMPANY 2 in any claim, suit, investigation or proceeding of similar nature in which COMPANY 2 shall be involved in accordance to this clause 9.2. COMPANY 2 shall cover all out-of-pocket expenses of COMPANY 1 in connection with any assistance given under this provision, such as costs for travelling, expenses, formalization and registration of documents, works by third parties and other similar costs.
The Parties may terminate this Agreement by written mutual agreement, before sixty (60) calendar days' written notice in due form is provided by COMPANY 2 to COMPANY 1 showing that COMPANY 2 is permanently enjoined from exercising one or more of its license rights granted hereunder due to a decision of a court or other competent governmental agency pursuant to an infringement action brought by a Third Party. In such event, points a) and b) of clause 14.2.1 and clause 14.7 shall apply.

If COMPANY 2 refuses to defend any Patent / Utility Model Right licensed under this Agreement within sixty (60) calendar days after receiving or giving notice thereof, then COMPANY 1 shall have the right to terminate this Agreement following fifteen (15) calendar days' written notice to COMPANY 2 and in accordance with the terms of Clause 14.2.1 and point 14.7 hereof.
9.3 Enforcement of Patent / Utility Model Rights. In the event of infringement of any Patent / Utility Model Right by a Third Party, the Party first knowing of such infringement shall immediately notify the other Party thereof, substantiating any evidence of such infringement that it may possess.
The Parties shall cooperate and use reasonable efforts to stop such infringement without litigation. If litigation is required, COMPANY 2 shall have the obligation to prosecute the corresponding suit, action or proceeding. The attorney prosecuting such suit, action or proceeding shall be chosen according to COMPANY 1, which shall also have the right to be represented by independent counsel at its own expense and which shall be reasonably acceptable to COMPANY 2. COMPANY 2 shall notify COMPANY 1 its decision on initiating any action to enforce any Patent / Utility Model Right within sixty (60) calendar days after getting notice of the infringement. If the defence of any Patent / Utility Model Right shall reasonably be part of this action, COMPANY 2 shall notify COMPANY 1 of its decision at least ninety (90) calendar days before any deadline for initiating such defence.
COMPANY 2 shall not settle or otherwise accept to settle any agreement to solve, including any that could be reachable during the course of any suit, action or legal proceeding, related to the infringement of any Patent / Utility Model Right by a Third Party without COMPANY 1's prior written consent in due form.
COMPANY 1 shall cooperate with COMPANY 2 in any claim, suit, investigation or proceeding of similar nature in which COMPANY 2 is or shall be involved due to the infringement of any Patent / Utility Model Right by a Third Party. COMPANY 2 shall cover all out-of-pocket expenses of COMPANY 1 in connection with any assistance given under this provision, such as costs for travelling, expenses, formalization and registration of documents, works by third parties and other similar costs.
Any amount received by COMPANY 2 through settlements, damages or other monetary awards based upon the infringement by a Third Party of any Patent / Utility Model Right, shall be allocated first, if applicable, to the costs and expenses of any suit, action or legal proceeding taken directly by COMPANY 2 or through Third Parties to obtain such compensation. If there are any remaining amounts, these shall be included as Net Sales for the applicable calendar year and subjected to Clause 12 on Financial Provisions.
In the event COMPANY 2 refuses to initiate any action to enforce any Patent / Utility Model Right within the applicable period as defined in this Sub-clause 8.3, COMPANY 1 shall have the right to terminate this Agreement following ten (10) calendar days' written notice to COMPANY 2. The terms of Clause 14.2.1 and 14.7 shall apply and shall entitle COMPANY 1 to bring any suit, action or proceeding by its own to enforce any Patent /Utility Model Rights against a Third Party.
9.4 Improvements and enhancements. Ownership and use of them

9.4.1 In the event that COMPANY 2 develop improvements and enhancements to the Patent / Utility Model and the techniques or systems of industrial and commercial exploitation of the product, its application requires the prior authorization of COMPANY 1.  After the period of thirty (30) calendar days counting from the date that COMPANY 2 reported the improvement or modification to COMPANY 1 without authorization or express opposition in writing from COMPANY 1, COMPANY 2 shall be considered fully authorized to implement the reported improvements and enhancements.

9.4.2 In the event that the improvements and enhancements stated in 9.4.1 may be subject to Patent, Utility Model or industrial design, these rights will be registered (choose one of the following options)

a. On behalf of Company 1, being such rights included in this license agreement

b. On behalf of COMPANY 2.

c. On behalf of COMPANY 2 who in turn shall grant a non-exclusive license to COMPANY 1, free and for the term of the right requested.

d. On behalf of COMPANY 1 and 2.

9.4.3 In the event that modifications and improvements indicated in 9.4.1 may be subject to trade secret / know-how in accordance with Directive (EU) 2016/943 of June 8, 2016, the Spanish legislation applicable and international treaties applicable in Spain, such modifications and improvements will be properly identified and reflected in the relevant documentation and (choose one of the following options)

a. Shall belong to COMPANY 1, being those rights included in this license agreement

b. Shall belong to COMPANY 2.

c. Shall belong to COMPANY 2 who in turn shall grant a non-exclusive license to COMPANY 1, free and for the term of the right requested.

d. Shall belong to COMPANY 1 and COMPANY 2.
9.4.4 Either party may make improvements and enhancements to the Patent / Utility Model Rights licensed by this Agreement. These improvements shall be notified to the other Party within thirty (30) calendar days from the time of the completion of such improvements. The Parties agree that the rights of exploitation of such improvements are included within Patent Rights hereof.
10. REPRESENTATION AND WARRANTIES

10.1 COMPANY 2 Representations and Warranties. COMPANY 2 represents and warrants to COMPANY 1 as of the Effective Date that it is a company validly existing under the Laws of Country where COMPANY 2 is registered and under the Laws of each jurisdiction where its ownership, lease of property or the conduct of its business requires such qualification.
10.2 COMPANY 1 Representations and Warranties. COMPANY 1 represents and warrants to COMPANY 2 as of the Effective Date that:

a) it has the full right, power and authority to grant, and is not prohibited by the terms of any agreement to which it is a party from granting, to COMPANY 2 the license under this Agreement;

b) there are no existing agreements, options or commitments with, of or to any legal or natural person with respect to the Patent / Utility Model Rights in the Territory; and

c) it has no knowledge of any proceedings seeking to invalidate any of COMPANY 1’s Patent / Utility Model Rights.
10.3 Parties Representations and Warranties. Each Party represents and warrants to the other COMPANY 1s of the Effective Date that:

a) it has the legal right to conduct its business as now conducted and hereafter contemplated to be conducted by virtue of this Agreement; and

b) has been duly authorized to execute this Agreement and that this Agreement constitutes a legal, valid and binding obligation enforceable against such Party in accordance with its terms except to the extent that enforceability may be limited by bankruptcy, insolvency or other similar situation affecting creditors' rights.

10.4 Disclaimer of Warranties. Neither Party makes any representation or warranty other than those expressly provided hereunder. 
COMPANY 1 does not make any representation or warranty as regards the Patentability of any Patent application included in the Patent / Utility Model Rights or the prospect to extent any Patent / Utility Model Right. COMPANY 1 does not make any representation or warranty that the use of any of the Patent claims or piece of information or of know-how licensed under this Contract does not infringe any Patent or other intellectual or property rights belonging to Third Parties.
If the Patent / Utility Model is not granted or is declared void, the consequences will be borne by COMPANY 2. In the event of a partial granting or invalidation, the Agreement would remain in force for the remaining rights and if the denial or invalidity affects to the entirety, the Agreement would be terminated, without obligation of COMPANY 1 to compensate COMPANY 2 for any expenses incurred, or refund the price if it has been already paid nor to pay compensations for any damage arising from such event.
COMPANY 1 does not assume the obligation to communicate to COMPANY 2 and to make available to COMPANY 2 technical and commercial enhancements or improvements that occur in the Product during the term of the Agreement.
COMPANY 1 does not assume the obligation to provide to COMPANY 2 the technical and commercial support necessary for the best manufacturing and commercialization of the Product.
11. RESPONSIBILITY ON DEVELOPMENT AND COMMERCIALIZATION

11.1 Responsibility on Development and Commercialization. COMPANY 2 shall be the sole responsible for the risks, damages, losses and costs which may derive from the Development and/or Commercialization.
11.2 COMPANY 2 Development Diligence. COMPANY 2 shall use reasonable efforts to Develop Product as soon as reasonably practical. Nonetheless, nothing shall prevent COMPANY 2 from terminating such Development due to technical or commercial reasons in accordance to Sub-clause 14.4.
If COMPANY 2 does not initiate any Development within a period of six (6) months (to negotiate) from the Effective Date, COMPANY 1 may terminate this Agreement following ten (10) calendar days' written notice to COMPANY 2. Provisions in Sub-clauses 14.2.1 and 14.7 shall then apply.
11.3 COMPANY 2 Commercialization Diligence. COMPANY 2 shall use reasonable efforts to Commercialize Product as soon as reasonably practical. However, the Parties may terminate this Agreement if COMPANY 2 notifies to COMPANY 1 of its intention to cease all Development and/or Commercialization in accordance to clause 14.4.
If COMPANY 2 does not carry out any Commercialization within a period of two (2) years (to engotiate) from the Effective Date, COMPANY 1 may terminate this Agreement following ten (10) calendar days' written notice to COMPANY 2, being applicable provisions in sub-clauses 14.2.1. and 14.7.
12. FINANCIAL PROVISIONS

12.1 Up-front Fee. As partial consideration for the rights conveyed by COMPANY 1 under this Agreement, COMPANY 2 shall pay to COMPANY 1 the amount of … Euros (€ … figures) on the Effective Date.
12.2 Milestones Payments. COMPANY 2 shall pay to COMPANY 1 the corresponding amounts to each milestone upon first occurrence of each of the following milestones as specified below. 
COMPANY 2 shall inform COMPANY 1 in writing of the first occurrence of each of the milestones. Each Milestone Payment shall be payable only once.
	Milestone
	Milestone Payment

	Acceptance of the Patent in the SPTO, European Patents Office (EPO) and in the USTPO
	… Euros (€ …) per granted Patent

	Acceptance for filing by either the FDA or the EMEA of the first complete BLA submission
	… Euros ( € …) per acceptance

	Orphan drug status granted by either the FDA or the EMEA
	… Euros (€ …) per status granted by each agency

	Receipt of Regulatory Approvals necessary to Commercialize the first Product in a Member State of the European Union (as of the Effective Date)
	… Euros (€ …) No payments for the following receipt of Regulatory Approvals in any Member State of the European Union

	Receipt of Regulatory Approvals necessary to Commercialize the first Product in the United States of America
	… Euros (€ …)

	First commercial sale in the Territory
	… Euros (€ …)


12.3 Royalties. COMPANY 2 shall pay COMPANY 1 royalties payable on Net Sales on a calendar year started on the Effective Date and country by country basis. Applicable royalty rates shall be estimated on a consolidated basis for any given royalty payment, by application of 
(Option a; only a percentaje) a XX percent (XX % figures).
(Opción b; payment in instalments) the corresponding percentage as set forth below.
	Percentage
	Annual Net Sales

	One point five percent (1,5%)
	Below two hundred and fifty thousand Euros (€ 250,000)

	Two percent (2,0%)
	Between two hundred and fifty thousand Euros (€ 250,000) and five hundred thousand Euros (€ 500,000)

	Three percent (3,0%)
	Above five hundred thousand Euros (€ 500,000)


(To include an annual minimum plus applicable percentages on Net Sales, either by instalments or not) When the application of the royalty rates defined above results in an annual payment below XXXX Euros (€ XXXX en cifras ), the above percentages will not be applicable and COMPANY 2 shall pay COMPANY 1 an annual payment of XXXX Euros (€ XXXX en cifras). 
12.4 Royalties Reports. Within the term of thirty (30) calendar days after each annual period initiated in the Effective Date, COMPANY 2 shall provide COMPANY 1 anually with a written royalty statement specifying on a product-by-product and country-by-country and basis:

a. the gross Sales,

b. all itemized deductions that have been applied in accordance to points a) and b) of the definitions of Net Sales,

c. the Net Sales, and

d. the payable royalties.
In the absence of any sale of the Product during an annual period the Company shall also provide COMPANY 1 with a royalty report.
12.5 Methods of Payment. [To choose the applicable option from the following list: first one if there is an initial payment upon entering into force the Agreement / second if there is a payment by instalments] Upon the entering into force of this Agreement / first occurrence of each of the milestones as specified above and after receiving the Royalties Reports COMPANY 1 shall issue the corresponding invoices to COMPANY 2 with reference to this Agreement. 
Payment shall be made by COMPANY 2 as indicated in the corresponding invoice. If no indication is included, payment shall not be made later than thirty (30) calendar days after the issue of such invoice, by bank transfer to the account designated in the corresponding invoice. COMPANY 2 shall identify the bank transfer with the invoice number and the following reference: “Patent / Utility Model Número de la Patente / Modelo de Utilidad prioritaria license – Nombre y apellido del investigador según el expositivo primero”.
[If using the co-ownership model for Patents / Utility Models, then include that each co-owner shall issue his own invoice (it is not acceptable that only one company issues the invoice and then invoices have to be issued between co-owners, because it complicates the management of collection of fees and may increase expenditure due to direct and indirect taxes). The following may be applicable.] All payments will be distributed in the following proportion: XX (text) percentage (XX% figures) for COMPANY 1 and YY (text) percentage (YY% figures) for co-owner. COMPANY 1 and … shall issue the corresponding invoice to COMPANY 2, with reference to this Agreement. 
12.6 Late payments. In the event that any payment due herein is not made within thirty (30) calendar days after the due date, the payment shall accrue interest commencing on the first day after the due date, the interest being compounded of the Euribor monthly average rate for the month in which the payment was due as established by the Boletín Oficial del Estado (Spanish Official Gazette).
The interest so accrued shall accompany the corresponding payments. The acceptance of such payments including such interest by COMPANY 1 shall not negate or waive its right to seek any other remedy, legal or equitable, to which it may be entitled.
12.7 Records and Audits. COMPANY 2 shall keep accurate records and supporting documentation, on a Product-by-Product basis, on the calculation of Net Sales and royalties. Such records and supporting documentation shall be kept for at least five (5) years after the end of the reporting period to which they relate. The records and supporting information shall be available during normal business hours and in a manner not materially interfering with the usual business of COMPANY 2, for examination by an independent auditor selected by COMPANY 1, as to which COMPANY 2 has no reasonable objection. 
COMPANY 1 shall give written notice of such audit at least thirty (30) calendar days in advance. Audits shall be made hereunder no more frequently than annually. The auditor shall not disclose to COMPANY 1 any information other than details required to verify the accuracy of reports and payments made or due hereunder. If required by COMPANY 2 before any audit be conducted, the auditor must represent that his/her fee will not whatsoever be dependant on the results of the audit.
The results of any such audit shall be delivered in writing to each Party. Any underpayment determined by such audit shall be paid by COMPANY 2 not later than thirty (30) calendar days after receiving the communication. Overpayments shown by the audit shall be deducted in future royalties owed by COMPANY 2. 
COMPANY 1 will bear all expenses and fees of the audit, but if the audit reveals an underpayment for any reporting period of more than five percent (5%), COMPANY 2 shall pay all such expenses and fees and the underpayment shall be paid as a late payment as set forth in Sub-clause 11.6, from the date of any such underpayment.
12.8 Exchange rates. Royalties on sales in currencies other than Euros shall be calculated using the appropriate foreign exchange rate for such currency quoted by the European Central Bank (Euro foreign exchange reference rates), on the day before the day of payment.

13. EXPENSES AND TAXES

13.1 All expenses and duties and taxes incurred under the Agreement shall be paid by COMPANY 2.
13.2 Particularly COMPANY 2 assumes the obligation to pay taxes arising from the reception of resulting remunerations of license agreements to use Patents / Utility Models, according to the applicable laws in its country and, where appropriate, the existing Treaties to avoid double taxation.

14. TERMINATION

14.1 Termination. This Agreement will be terminated either by its fulfilment, i.e. by expiraton of the Term as defined in Clause 7, or by its termination by any of the following sub-clauses:
14.2 Termination upon a default. Any Party shall have the right, by written notice to the other Party, to terminate this Agreement upon a default by the latter Party (hereinafter, the “Defaulting Party”) of the covenants and agreements or other obligations under this Agreement and has continued for fifteen (15) calendar days after written notice and in due form thereof was provided to such party to the other.

14.2.1 Effects of Termination by COMPANY 1 for default of COMPANY 2. Without limiting any other legal remedies that COMPANY 1 may have, if COMPANY 1 terminates this Agreement due to a default of COMPANY 2, then the Patent / Utility Model license granted by COMPANY 1 to COMPANY 2 under this Agreement shall terminate immediately for all the Territory. In such event, COMPANY 2 shall transfer to COMPANY 1 or COMPANY 1's designee without any charge:
a. All regulatory approvals and other regulatory submissions of its property relating to the Development, manufacture or Commercialization of Product or use of the Procedure; and

b. All records and samples in COMPANY 2's possession or control containing Confidential Information of COMPANY 1.
14.2.2 Effects of Termination by COMPANY 2 for default of COMPANY 1. Without limiting any other legal remedies that COMPANY 2 may have, if COMPANY 2 terminates this Agreement due to a default by COMPANY 1, COMPANY 1 shall transfer to COMPANY 2 without any charge all records and samples in COMPANY 1’s possession or control containing Confidential Information of COMPANY 2.
14.3 Causes of termination

COMPANY 2 may terminate the Agreement if COMPANY 1 actively impedes exploitation of the Patent/ Utility Model.
COMPANY 1 may terminate the Agreement without compensation to COMPANY 2 for any concept, due to the causes listed below:
· Failure to pay the amount indicated in clause 12.1 within a period of 6 months from the date of entry into force of this Agreement.
· The lack of payment of the amounts indicated in clauses 12.2 and 12.3 within 6 months from accruing the factual circumstances referred to in these clauses.
· In any case, the lack of exploitation of the Patent / Utility Model within 3 years from the signing of the Agreement, although it had paid the amount referred to in clause 12.
· Any essential breach of the Agreement.
· A change in the status of COMPANY 2 that may prevent it from exploiting the license by itself and freely, in particular: the dissolution or cessation of work of COMPANY 2; bankruptcy or any other insolvency situation either temporary or permanent of COMPANY 2.
14.4 Termination for ceasing Development or Commercialization. The Parties may terminate this Agreement by written mutual agreement, before sixty (60) calendar days' written notice in due form is provided by COMPANY 2 to COMPANY 1 of its intention to cease all Development and/or Commercialization. In such event, points a) and b) of 14.2.1. shall apply.
14.5 Termination by bankruptcy. Either Party may terminate this Agreement if the other Party enters into bankruptcy or a similar situation in which the latter shall make any assignment of its assets or business or control of such assets or business for the benefit of a Third Party.
14.6 No-contest. If COMPANY 2 challenges the validity of the Patent / Utility Model Application and/or any Patent / Utility Model Rights or supports Third Parties in such a challenge, COMPANY 1 shall have the right to terminate this Agreement immediately, upon written notification to COMPANY 2. Provisions in Sub-clause 14.2.1 shall then apply.
14.7 Rights and Obligations upon Expiration or Termination. Upon expiration or termination of this Agreement, the rights and obligations of the Parties hereunder shall cease, except as set forth as follows:
a. 
The non-disclosure obligations set forth in Clause 6 (Confidentiality) shall survive as provided therein; and
b. 
the provisions of this Agreement relating to indemnification, remedies, intellectual and industrial property ownership, governing law and jurisdiction, and dispute, controversy or claim resolution shall survive without limitation; and
c. 
any payment obligations accrued under this Agreement prior to such expiration or termination.
14.8 Products under development and finished products

As for the products that upon termination of the Agreement are either in production, either ready for sale:

a. They may be purchased by COMPANY 1 in consideration to its market price

b. They may be commercialized by COMPANY 2 provided that COMPANY 2 undertakes to take the inventory of the operation.
15. CONTINUITY OF THE PROVISIONS
15.1. In the event that any provision of the Contract is void or unenforceable, that provision shall be enforced to the extent permitted by applicable law and the remaining provisions will remain in force.
16. APPLICABLE LAW AND JURISDICTION

CHOOSE ONLY ONE OPTION AND LEAVE ONLY ONE OPTION IN THE SIGNED AGREEMENT
Option 1:

The Agreement is a private agreement in its nature and shall be governed by the laws of Spain.

The Parties agree that any dispute, controversy or claim arising under, out of or relating to this Agreement and any subsequent amendments of this Agreement, including, without limitation, its formation, validity, binding effect, interpretation, performance, breach or termination, as well as non-contractual claims, shall be referred to and finally determined by mediation in accordance with the WIPO Mediation Rules. The place of mediation shall be Madrid, Spain. The language to be used in the mediation shall be Spanish.

If, and to the extent that, any such dispute, controversy or claim has not been settled pursuant to the mediation within 60 calendar days of the commencement of the mediation, it shall be referred to court proceedings before the corresponding Courts of Madrid with an express waiver of any other jurisdiction that could apply.

Option 2:

The Agreement is a private agreement in its nature and shall be governed by the laws of Spain.

The Parties agree that any dispute, controversy or claim arising under, out of or relating to this Agreement and any subsequent amendments of this Agreement, including, without limitation, its formation, validity, binding effect, interpretation, performance, breach or termination, as well as non-contractual claims, shall be referred to and finally determined by mediation in accordance with the WIPO Mediation Rules. The place of mediation shall be Madrid, Spain. The language to be used in the mediation shall be Spanish.

If, and to the extent that, any such dispute, controversy or claim has not been settled pursuant to the mediation within ninety (90) calendar days of the commencement of the mediation, it shall, upon the filing of a Request for Arbitration by either party, be referred to and finally determined by arbitration in accordance with the WIPO Expedited Arbitration Rules. Alternatively, if, before the expiration of the said period of ninety (90) calendar days, either party fails to participate or to continue to participate in the mediation, the dispute, controversy or claim shall, upon the filing of a Request for Arbitration by the other party, be referred to and finally determined by arbitration in accordance with the WIPO Expedited Arbitration Rules. The arbitral tribunal shall consist of a sole arbitrator. The place of arbitration shall be Madrid, Spain. The language to be used in the arbitral proceedings shall be Spanish. The dispute, controversy or claim referred to arbitration shall be decided in accordance with the law of Spain. 

Option 3:

The Agreement is a private agreement in its nature and shall be governed by the laws of Spain.

The Parties agree that any dispute, controversy or claim arising under, out of or relating to this Agreement and any subsequent amendments of this Agreement, including, without limitation, its formation, validity, binding effect, interpretation, performance, breach or termination, as well as non-contractual claims, shall be referred to court proceedings before the corresponding Courts of Madrid, with an express waiver of any other jurisdiction that could apply.

17. NOTICES

17.1 For the purposes of any scientific or technical communication related to the implementation of this Agreement, the responsible persons shall be:

	Name (email) 

address

Tel: …; Fax: …
	Name (email) 

address

Tel: …; Fax: …


17.2 Any other notice given in connection with this Agreement shall be in writing and shall be deemed given upon actual receipt by the addressee. Notices may be given by email followed by prompt confirmation by registered or certified air mail, postage prepaid and shall always be sent by registered or certified air mail, postage prepaid, addressed to the Party to be notified at the following address, or at such other address as the Party may designate: 

	Name (email) 

address

Tel: …; Fax: …
	Name (email) 

address

Tel: …; Fax: …


18. MISCELLANEOUS

18.1 Entire Agreement. This Agreement and its Annexes contain the entire agreement between the Parties and shall supersede all previous agreements, oral or in written, between the Parties and predecessors with regards to the contents of this Agreement. The Parties waive the right to rely on any alleged express provision not contained in this Agreement, as regards the specific aspects related to its provisions.
18.2 Amendment. Any amendment to the Agreement shall only be valid if made in writing and duly signed by the authorized representatives of the Parties. The Parties may amend, modify or alter any of the provisions of this Agreement, but only by virtue of a written document executed by both parties.
18.3 No representation. This Agreement does not authorize any Party to act as representative or agent of the other Party, nor shall it represent that it in fact has such authority. Neither Party shall have any authority to make statements, representations or commitments of any kind or take any other action binding on the other, except as specifically provided in this Agreement.
18.4 Severability. If any provision of this Agreement is declared in a final unappealable order by a court of competent jurisdiction to be invalid, illegal, unenforceable, or void, then both Parties shall be relieved of all obligations arising under such provision, but only to the extent that such provision is invalid, illegal, unenforceable, or void in the jurisdiction. If the remainder of this Agreement is capable of substantial performance, then each provision not so affected shall remain binding upon the Parties hereto to the extent permitted by law.
18.5 Headings. The headings in this Agreement are for reference only and shall not in any way control the meaning or interpretation of the corresponding clauses and sub-clauses.
In witness whereof, the Parties have executed two copies of the Agreement, in the place and on the date first above mentioned through their authorized representatives.

	COMPANY 1
	Complete name of the entity

	
	

	
	Mr./Ms. Name(s) Surname(s)

Title

	
	

	COMPANY 2
	Complete name of the entity

	
	

	
	Mr./Ms. Name(s) Surname(s)

Title


ANNEX
XX ... (refer to the Patent / Utility Model Application), titled “...” filed on month xx of year, at name of the Patent Office where it has been filed, and that covers the invention generated by the research group led by / Dr. Surname1 Surname2 name, employee of COMPANY 1 in its Centre or Institute, the research group led by / the Dr./Dra. Surname1 Surname2 name, employee / a Part A in its Centre or Institute, and the research group led by / the Dr./Dra. Surname1 Surname2 name, employee / a Part A in its Centre or Institute (must specify at least one principal inventor by center or institute: it is important that each center or institute appears referenced to help to identify which center must bill and receive incomes)
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